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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 6, 2006 has been entered. In particular, applicant's amendments have 
obviated the objection to claims 11 and 18. 

Claim Rejections - 35 USC § 103 

Claims 1-3, 5-9 and 12-17, 19 and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ouchi (2002/0123667) in view of Rydell (5,035,696) and further 
in view of the teaching of Weaver et al (5,536,248). 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37 CFR 1 .55. See MPEP § 201 .15. 

Ouchi discloses a bipolar treatment tool for an endoscope substantially as set 
forth in the instant application claims. It includes a flexible insulating tube (102) made of 
PTFE (col. 3, line 13), an end effector (110,112) attached to the end of the tube and a 
pair of conductive wires (122,124) extending through the tube and coupled to the end 
effector to provide bipolar energy to the individual jaws. The examiner maintains that 
the use of any well known insulating material, including a silicone resin, for making the 
flexible tube is deemed an obvious design consideration for one of ordinary skill in the 
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art. Slater et al also disclose a proximal operating portion (Figure 1) for actuating the 
pair of conductive wires to operate the end effector . The only features not taught by 
Ouchi is the provision of two generally circular channels in the insulating tube through 
which the wires are individually passed. Rather, Ouchi provides a single channel and 
passes both wires through the single channel, each wire provided with its own individual 
insulation sheath. 

Rydell also discloses a flexible, bipolar tool for an endoscope. In particular, 
Rydell teaches that the two conductive wires (24,26) may be individually insulated and 
passed through a lumen in the flexible insulating tube (see Figure 1). Alternatively, 
Rydell also teaches that the wires may be uninsulated and the flexible insulating sheath 
may be provided with two channels for housing the wires individually and obviate the 
need for an insulation coating on the wires (see Figure 5 and col. 5, lines 10-19). The 
Rydell lumens are semi-circular in shape. The examiner maintains that the use of any 
shaped lumen in a catheter device would be an obvious design consideration for one of 
ordinary skill in the art. 

In support of this assertion, Weaver et al disclose another flexible electrosurgical 
tool for an endoscope very much like the Rydell device. In particular, Weaver et al 
provide lumens in the flexible body for the passage of various instruments and devices, 
including electrode leads. Of particular note, Weaver et al teach of the well-known use 
of variously shaped lumens for providing advantageous characteristics, such as 
diminished cross sectional area, for the flexible member. Figures 12 and 12a of the 
Weaver et al device show the use of circular-shaped lumens, and Figures 19-24 show 
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various other configurations including combinations of circular and semi-circular shaped 
lumens to maximize lumen surface area. In column 10, lines 18-35, Weaver et al 
specifically disclose that the various alternative lumen shapes are deemed obvious 
alternatives. The examiner maintains that the size of the lumens and the separation of 
the lumens disclosed by Weaver et al are for the specific micro-endoscopic device, and 
one of ordinary skill in the art would recognize acceptable size ranges for lumens and 
the separation of lumens in any device. 

To have provided the Ouchi flexible tube with two channels for providing the 
individual conductive wires and obviating the need for insulation coatings on the 
individual wires would have been an obvious alternative arrangement for one of ordinary 
skill in the art, particularly since Rydell teach that providing two channels in an insulating 
tube is a known alternative to insulated wires being passed through a single lumen in an 
insulating tube. To have further provided the two channels as two circular lumens to 
more fittingly receive the leads would have been an obvious design consideration for 
one of ordinary skill in the art in view of the Weaver et al patent which teaches that such 
alternative lumen shapes are generally well known and obvious alternatives. 

Claims 1-3, 5-7 and 12-17, 19 and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Slater et al (5,482,054) in view of Rydell (5,035,696) and 
further in view of the teaching of Weaver et al (5,536,248). 

Slater et al discloses a bipolar treatment tool for an endoscope substantially as 
set forth in the instant application claims. It includes a flexible insulating tube (50,300) 
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made of poly-ethylene (col. 5, line 42), an end effector (18) attached to the end of the 
tube and a pair of conductive wires (60) extending through the tube and coupled to the 
end effector to provide bipolar energy to the individual jaws. The examiner maintains 
that the use of any well known insulating material, including a silicone resin, for making 
the flexible tube is deemed an obvious design consideration for one of ordinary skill in 
the art. The only feature not taught by Slater et al is the provision of two generally 
circular channels in the insulating tube through which the wires are individually passed. 
Rather, Slater et al provide a single channel and passes both wires through the single 
channel, each wire provided with its own individual insulation sheath. 

Rydell also discloses a flexible, bipolar tool for an endoscope. In particular, 
Rydell teaches that the two conductive wires (24,26) may be individually insulated and 
passed through a lumen in the flexible insulating tube (see Figure 1). Alternatively, 
Rydell also teaches that the wires may be uninsulated and the flexible insulating sheath 
may be provided with two channels for housing the wires individually and obviate the 
need for an insulation coating on the wires (see Figure 5 and col. 5, lines 10-19). The 
Rydell lumens are semi-circular in shape. The examiner maintains that the use of any 
shaped lumen in a catheter device would be an obvious design consideration for one of 
ordinary skill in the art. 

In support of this assertion, Weaver et al disclose another flexible electrosurgical 
tool for an endoscope very much like the Rydell device. In particular, Weaver et al 
provide lumens in the flexible body for the passage of various instruments and devices, 
including electrode leads. Of particular note, Weaver et al teach of the well-known use 
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of variously shaped lumens for providing advantageous characteristics, such as 
diminished cross sectional area, for the flexible member. Figures 12 and 12a of the 
Weaver et al device show the use of circular-shaped lumens, and Figures 19-24 show 
various other configurations including combinations of circular and semi-circular shaped 
lumens to maximize lumen surface area. In column 10, lines 18-35, Weaver et al 
specifically disclose that the various alternative lumen shapes are deemed obvious 
alternatives. The examiner maintains that the size of the lumens and the separation of 
the lumens disclosed by Weaver et al are for the specific micro-endoscopic device, and 
one of ordinary skill in the art would recognize acceptable size ranges for lumens and 
the separation of lumens in any device. 

To have provided the Slater et al flexible tube with two channels for providing the 
individual conductive wires and obviating the need for insulation coatings on the 
individual wires would have been an obvious alternative arrangement for one of ordinary 
skill in the art, particularly since Rydell teach that providing two channels in an insulating 
tube is a known alternative to insulated wires being passed through a single lumen in an 
insulating tube. To have further provided the two channels as two circular lumens to 
more fittingly receive the leads would have been an obvious design consideration for 
one of ordinary skill in the art in view of the Weaver et al patent which teaches that such 
alternative lumen shapes are generally well known and obvious alternatives. 
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Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Slater et al (5,482,054), Rydell (5,035,696) and Weaver et al (5,536,248) as applied to 
the above claims, and further in view of the teaching of Sutton et al (5,762,61 3). 

Slater et al provides a clevis attachment at the distal end of the device to operate 
the jaws, but fails to specifically disclose a pair of pins, each pin supporting a separate 
jaw as recited in claims 8 and 9. Rather, Slater et al provides a single insulative pin (28) 
upon which both jaws are connected. 

Sutton et al disclose a similar device that includes a flexible tubular member (22) 
with a pair of control wires extending therethrough and connected to jaws (80,81) of an 
end effector. In particular, Sutton et al teach that the distal end of the device may 
include a clevis having two separate pins (72,73) with each jaw member connected to a 
separate pin to allow individual actuation of the jaw members. 

To have provided the Slater et al device, as modified by the prior art teachings, 
with a dual pin clevis construction to allow for the individual actuation of the jaw 
members would have been an obvious modification for one of ordinary skill in the art in 
view of the teaching of Sutton et al (5,762,61 3). 

Response to Arguments 

Applicant's arguments filed December 6, 2006 have been fully considered but 
they are not persuasive. 

Applicant first asserts that the Rydell conductive wire (26) cannot contain 
insulation to perform its intended use (page 7 of the response). This simply is not true. 
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Rydell explicitly disclose at column 5, lines 10-18 that the conductive wire may be 
provided with insulation except for its exposed active portion. Alternatively, the wire 
may be uncoated if provided in separate channels. Applicant's assertion that there is no 
reason to make the connecting wire bare is clearly unfounded in view of this very 
explicit teaching of Rydell. The examiner stands by the reasoning that this disclosure of 
Rydell would suggest to one of ordinary skill in the art that devices that have multiple 
insulated wires may obvious provide the wires in an uninsulated manner if provided in 
separate lumens of the device. It is noted that the fact that the "operative portion" of the 
Rydell wire must be exposed has no bearing on the examiner's rejection. Clearly it 
must be uncoated, but clearly Rydell teach that the remainder of the wire may either be 
provided uninsulated in its own lumen, or insulated along its length except for the 
operative portion. 

Next, applicant argues that Ouchi and Slater et al do not use bare conductive 
wires as their operative element. Again, this does not matter, nor is it entirely true. 
Each of Ouchi and Slater et al provides multiple, insulated wires through a single lumen 
of a tube. Each wire in the Ouchi and Slater et al devices has an exposed operative 
portion that is connected to the jaw member. Clearly, both Ouchi and Slater et al do 
disclose wires insulated along their lengths with bare operative portions for delivery of 
electrical energy. See Figure 1 of the Ouchi patent and Figure 7 of the Slater et al 
patent for the depiction of the bare "operative portion" of the wire. There is as much 
need for Slater et al and. Ouchi to have an exposed portion of wire as there is for Rydell, 
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for if the Ouchi and Slater et al wires were entirely insulated, there would be no 
electrical connection to the jaw members. 

Applicant has also traversed the examiner's assertion that any shape lumen may 
be used in a catheter device as an obvious design consideration, and that an assertion 
of obvious design consideration is not the proper evidentiary standard necessary to 
support a rejection under 35 U.S.C 103. The examiner disagrees. Applicant's 
specification is void of any criticality or unexpected result associated with the shape of 
the lumens. Moreover, the examiner has clearly provided the necessary evidentiary 
support by showing that it is known in the prior art to use various lumen shapes in order 
to accommodate various lumens in a more compact or rigid arrangement. That the 
Weaver lumens are not of a size commensurate with that now disclosed in the claims is 
immaterial. The examiner is not suggesting the Weaver device be used to 
accommodate the wires of the Ouchi or Slater et al devices because that would be 
impossible. Ouchi and Slater et al are larger devices for endoscopic deployment. 
Weaver discloses a device seeking to minimize the cross section of an endoscopic 
device for use in very small areas. One of ordinary skill in the art would recognize that 
the Weaver teaching of providing lumens in a wide variety of shapes would apply to any 
endoscopic device regardless of the size. There is always a need to provide numerous 
lumens through an endoscopic device whether the device has a diameter of 10 French 
or 1 French, and Weaver shows an acceptable number of ways to arrange lumens, 
including lumen shapes, in order to accommodate the various lumens in the device. 
Such a teaching clearly applies to endoscopic devices of all sizes, and one of ordinary 
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skill in the art would clearly recognize that the Weaver et al lumen sizes and separation 
distances are a result of the remarkably small configurations necessary for the Weaver . 
procedure, and that they are not meant as limiting to all applications of the lumen 
arrangements. 

The examiner maintains that applicant's arguments are not persuasive, and that 
the claims remain unpatentable for the reasons set forth above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 6am-3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




mp 

December 20, 2006 



